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Appl. No. 09/844,175 

REMARKS 

Claims 31^2 and 54-61 are pending in the present application. Claims 31-42 and 
54-61 stand rejected for obviousness-type double patenting over U.S. Patent No. 
5,326,428. Claims 31-42 and 64-61 stand rejected for anticipation by Blonder et al. 
Claims 31 -42 and 54-61 stand rejected for anticipation by Agahdel et al. 

Applicants respectfully traverse the rejections and urge allowance of the present 
application. 

Claim 31 recites a removable electrical Interconnect apparatus comprising, in part, 
a substrate and an engagement probe having an outer surface comprising an apex in the 
fomi of at least one knife-edge line sized and positioned to extend elevationally above a 
surface of the substrate to engage a single conductive pad. Claim 31 recites patentable 
subject matter over the prior art of record. 

Referring initially to the constructions of Blonder, as clearly show/n in Figs. 1-3 
thereof, no structures may be fairly considered to disclose or suggest the claimed at least 
one knife-edge line which extends elevationally above a surface of the substrate as 
specified in claim 31. As clearly Illustrated In Figs. 2 and 3 of Blonder, the constructions 
adjacent reference 14 fonned in reference 10 do not extend elevationally above the 
surface of a substrate. Positively recited limitations of claim 31 are not shown or 
suggested by Blonder and claim 31 is allowable over Blonder for at least this reason. 

Referring to the rejection of claim 31 over Agahdel, paragraph 7 on page 5 of the 
Office Action cites teachings about item 44 on top surface of 40 in Fig. 4 of Agahdel as 
allegedly con^esponding to the claimed apex in the form of at least one knife-edge line. 
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Applicants disagree and such interpretation of the Agahdel reference In the Office Action 
is entirely contrary to the explicit teachings of Agahdel. 

For example, in column 3. lines 31^2, it is stated that Fig. 6 is a cross^ional 

view of a pa,«cle protruding fron, the contact of Fig, 4. Fig. 4 identif^s hard conductive 
particles 44 which protrude frcmatop surface of contact pad 40 as set forth in columns, 

lines 22-24. Referring to the teachings in column 6, lines 30-32, K is stated that F/g. 5 fe ' 
sn .merged cmss-secffona/ 0ew of one of ih^ partictes 4A of Fig. 4. It is stated that the 
particles are both mechanically hard and electrically conductive and are embedded in a 
layer of hard metal 46. Referring to the express teachings in column 6 and the 
construction illustrated in Fig. 5, it is dear that reference 44 identified in the Office Action 
fails to disclose or suggest an apexlnthefon^of at least one knife-edge line. Particle 44 
comprises a square stmcture embedded in surrounding hard metal providing an elongated 
upper surface which in nofair interpretation discloses or suggests an apex inthe fom> of. 
a, least one kniie-edge line as recrted in claim 31. Agahdel fails to disclose or suggest 
positively recited limitations of claim 31 and claim 31 is allowable for at least this reason. 

The claims which depend from Independent claim 31 are in conditfon for allowance 
for the reasons discussed above with respect to the independent claim as well as for their 
own respective features which are neither shown nor suggested by the cited art. 

Paragraph 7 of the Office Action states that the limitations of claims 32-42 are 
considered to be inherent in the apparatus of Agahdel or are within the nomial range of 
operating the apparatus of Agahdel. Applicants disagree. 

The Examiner's reliance upon inherency is misplaced. The Examiner is reminded 



o 
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that in relying upon the theory of Iriherency, the Examiner must provide a basis in fact 
and/or technical reasoning to reasonably support the determination that the allegedly 
inherent characteristics necessarily flow from the teachings of the applied prior art Ex- 
parte levy. 17 USPQ 2d1461, 1464 (BPA1 1990). The Office Action is devoid of providing 
any basis in fact and/or technical reasoning to reasonably support the determination that 
the allegedly Inherent characteristics necessan/y flov/ from the teachings of the applied 
prior art. In fact, there is no basis of fact or technical reasoning because the claimed 
characteristics do not necessarily flow from the teachings of the applied prior art. The 
rejection of claims 32^2 over Blonder or Agahdel Is improper for at least this reason; 
Applicants respectfully request allowance of claims 32-42 in the next Action. 

Pursuantto §2144.03 of the MPEP, Applicants hereby request identification of prior 
art which discloses features not found in either Blonder or Agahdel if such claims are not 
found to be allowable in the next action. In the eyent that such claims are not found to be 
allowable in the next Action. Applicants request the Examiner to cite a reference In support 
of their position or an affidavit in accordance with MPEP §2144.03. 

In the event that a rejection of the claims is maintained with respect to the prior art, 
or a new rejection made. Applicants respectfully request identification in such asserted 
references of elements which allegedly correspond to limitations of the claims in 
accordance with 37 C.F.R. §1 .104(c)(2). In particular. 37 C.F.R. §1.1 0(c)(2) provides that 
the pertinence of each inference, if not apparent must be clearly explained and each 
/^yectedc/a/mspec/ffed.Further.37C.F.R.§1.104(c)(2)statesthatthe Examiner must cite 

the best references at their command. When a reference is complex or shows or 

Q 
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describes inventions other than that claimed by Applicants, the particular teachings relied 
upon must be designated as nearly as practicable. The pertinence of each reference if not 
apparent must be clearly explained for each rejected claim specified. Applicants 
respectfully request clarification of the rejections with respect to specific references and 
specific references teachings therein pursuant to 37 C.F.R. §1. 104(c)(2) if any claims are 
not found to be allowable in the next Action. 

Refenring to claim 54, a removable engagement probe is defined to have an outer 
surface comprising an apex in the form of at least one knife-edge line, and wherein the 
knife-edge line projects from a penetration stop plane. Claim 54 is not shown or suggested 
in the prior art of record, 

Refemng to Blonder, such teachings thereof fail to disclose or suggest a knife-edge 
line which projects from any structure which may be fairly considered as a penetration stop 
plane. The v-shaped menibers of Blonder do not project from a penetration stop plane or 
any other planar structure. Blonder is devoid of disclosing or suggesting a knife-edge line 
projecting from a penetration stop plane as defined in claim 64. Positively recited 
limitations of claim 54 are not shown or suggested in the prior art of record and claim 54 
is allowable over Blonder for at least this reason. 

Agahdel fails to disclose or suggest an apex in the form of a knife-edge line as 
positively recited in claim 54. Agahdel merely discloses particles which by the explicit 
teachings of Fig. 5 in no fair interpretation disclose or suggest a knife-edge line as defined 
in claim 54. Claim 54 recites limitations not shown or suggested in the prior art of record 
and daim 54 is allowable for at least this reason. 
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The claims which depend from indep ndent claim 54 are in condition for allowance 
for the reasons discussed al)ove with respect to the independent claim as well as for their 
own respective features which are neither shown nor suggested by the cited art. 

The Examiner's reliance upon inherency is misplaced. Limitations defined in the 
dependent claims do not necessarily flow from the teachings of the prior art references. 
No technical reasoning or basis in fact has been provided in support of the Examiner's 
position. The claims which depend from claim 54 are allowable for at least this reason. 

In the event that claims which depend from claim 54 are not found to be allowable 
. in the next Action, Applicants request submission of prior art or an affidavit from the 
Examiner in accordance with MPEP §2144.03. In addition, if the dependent claims of 
claim 54 are not found to be allowable, Applicants respectfully request clarification of any 
rejection as required by the C.F.R. 

The obviousness-type double patenting rejection is improper. The pending claims 
stand rejected for obviousness-type double patenting over claims 1-20 of the '428 patent. 
Applicants disagree with such rejection and request reconsideration. 

Specifically, Applicants note thatthe present application comprises apparatus claims 
and that such claims are similar to apparatus claims of U.S. Patent No. 5,523,697 which 
were restricted from the method claims which ultimately issued in the '428 patent at the 
request of the Office. 

The Examiner is refen-ed to Paper No. 2 In the prosecution history of Application 
Serial No. 08/1 16,394 corresponding to the '428 patent. Such Paper No. 2 corresponds 
to an Office Action wherein the Patent Office restricted the claims in the case between 
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Claims drawn to a method of engaging electrically conductive test pads and claims drawn 
to a semiconductor device. In response to such Office Action. Applicants pursued the 
claims drawn to the methods in Application Serial No. 08/1 16.394. and such claims issued 
in the Farnworth '428 patent Applicants then canceled the claims drawn to the apparatus 
from Application Serial No. 08/1 16,394 and pursued such claims in an application which 
issued as the '697 patent. ■ 

Itis inappropriate and inconsistentfortheExaminerofthepresentcasetorejectthe 
pending claims of the present application for obviousness-type double patenting over the 
claims of the '428 patent when the claims of the present case pursue similar subject matter 
restricted from the '428 patent by the Patent Office. The Examiner is referred to 35 U:S;G. 
§121 (titled "Divisional Applications") which states that a patent issuing on an application 
with respect to which a requirement for restriction has been made shall not be used as a . 
reference against a divisional application. The Examiner Is further referred to MPEP 
§804.01 which explains the prohibition of double-patenting rejections relative to divisional 
applications. 

For the above^iscussed reasons, the obviousness-type double patenting rejections 
of the pending claims are improper^ Applicants therefore request withdrawal of such 
rejections in the next Action. 

Applicants submit herewith two forms PTO-1449 which were submitted in 
Information Disclosure Statements filed May 31 . 2001 and June 13, 2001 . Copies of the 
forms PTO-1449 are submitted for the Examiner's convenience. Applicant respectfully 
requests initialization of the references cited on the fonns and return of the initialed forms 
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to Applicants. 

Applicant respectfully requests allowance of all pending claims. 

The Examiner is requested to phone the undersigned if the Examiner believes such 
would facilitate prosecution of the present application. The undersigned is available for 
telephone consultation at any time during normal business hours (Pacific Time Zone), 

Respectfully submitted, 

Jam^ D. Shaurette 
Reg. No. 39,833 
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In the Claims 

The claims have been amended as follows. Underlines indicate insertions and 
atrikeouta indicate deletions. 

31. (Arnended) A removable 'electrical interconnect apparatus for removably 
engaging electrically conductive pads on a semiconductor substrate having integrated; 
circuitry fabricated therein, the apparatus comprising: 

a substrate; and 

an engagement probe projecting from the substrate to engage a single conductive 
pad on a semiconductor substrate having integrated circuitry formed in the semiconductor 
substrate, the engagement probe having an outer surface comprising an apex in the form 
of at least one knife-edge line sized and positioned to extend elevationally above a surface 
of the substrate to engage the single conductive pad. 
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54. (Amended) A removable engagement probe having an outer surface 
comprising an apex in the form of at least one knife-edge line sized and positioned to 
engage a single conductive padi^nd 

wtierein the l(nife-edae line projects fro m a penetration stop plane. 

56. (Amended) The removable engagement probe of claim 54 wh e r e lri th e 
If n jfi a-P f i f | A Un f prnjp.rts f mm a p e n e trati on s top - p te n e wherein the outer surf a ce comprises 
a plurality of apexes having respective tips and bases, and the penetrat ion stop plane is 
intermediate the bases and substantiallv parallel to a surface of a substrate. 

END OF DOCUMENT 



&\MI22\1703\M03.wpd AZ1422281454N 



Received from < 5098383424 > at 2128102 6:06:49 PHI! [Eastern Standard Time] 



FEB-28-2002 15=11 FROM 



TO 70ttl309022>»<1703ttl703 P. 18/20 

5hfftfo/f 



U.S. DEPARTMENT OF COMMERCE 
PATENT AMD TRADEMARK OFFICE 



LIST OF ART CITED BY APPLICANT 



ATTY- DOCKET NO. 
MHZ- 1703 



SERIAL NO. 
09/&U.t73 



APM-ICaMT 

Wanrrn M. Faniworth ct i1. 



FJUKO DATE 
April YJ. 3001 



OROUF 



U.S» PATBI^ D0CUM6NTS 











Iniiiat 




Number 


Date 


Nvnc 




5ubcli&s 


Filitifi Dale 
ir Kppf0^r\ut 




AA 


6.0Q2.Z66 




Bri£p Ci »I. 


t 








AB 
















AC 
















a£> 
















Ae 
















AF 
















AG 
















aK 
















Ai 
















Ai 
















AX 























AO 

AP 



Documem 
Number 



AS 



AT 



fOKBlON LATENT DQCUMEWTS 



Cmintry 



cm 



OTHBR B£F£HeNCeS (iMlmJmg Ainhof . TVUe, Date, Pertineai Rapes. Etc.) 



DATE CONSIDERED 



•EXAMINER: Joiiiai if referencB consktered. whether or noi eititbn b in 
Oib rarm with next communicaiion to applicant. 



conforniancf! wiih MPiiP 609; Dr»* ihrouth citwion if nm in conformaKt and not considered. Intttfdc CO<ty Of 



Received from < 5098383424 > al 2/28/02 6:08:49 PM [Eastern Standard Time] 



FEB-28-2002 15=11 FROM 



TO 70ttl309022>kl703«1703 P. 19/20 

Sheet I I 



Fcna FTCyL449 


U.S. OE^AftTMeNTOFCOMME^E 
PATZNT AND TRADEMARK OFFICE 


ATTY. DOCKET Na 
M122.1703 


SERIAL NO. 
09/544, [7J 


i 


LIST OF ART CUED BY APPLICANT 

(Uk Kvcral iheeq i{ ncomiry) 


APPLICAKT 

Wvrcn M. FwnwonS « »I. 




FlUNC I>AT5 
April 27, 2001 


CROUP 
»3« 



"Cxaminer 
InttbJ 



NtRDber 



6,093,643 



PATENT DOCUMENTS 



Date 



If ApprojHiaxB 



AB 



AG 



AH 



FOREIGN PATENT DOCUMENTS 



Coomry 



CHii 



OTHER REFERENCES (including Author, Tiile. Dalr, Pcniwnt P*jtes. Etc.) 



AS 



EXAMINER 



DATeCONSIDEKED 



•EXAMINER: l^iIi»I if fefcKnce conji<Je«<J. whclhcr or not citaiioa is in coofbrnunce wiih MPEP 609; Dnw line through tittlioo if nol in coiUarmince and not considBred. InCHidc copy of 
mis form with ne^i conunuaicaiian «>ip[>liciiftf. 



Received from < S098383424 > at 2128/02 6:06:49 PM (Eastern Standard Time] 



FEB-28-2002 15:11 FROM 



TO 70ttl3090S>»<1703«1703 P. 20/20 




Received (Tom < 5098383424 > at 2128102 6:05:49 PM [Eastern Standard Time] 



TRTRI P.?P> 



